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DETAILED ACTION 



Claim Objections 
1 . Claim 6 is objected to because of the following informalities: 

a) Claim 6: The claim recites the limitation "a failure" in line 3. This limitation is 
confusing since it is not clear what applicant intends to claim. A "failure" is not a 
structural part of the device. Furthermore, there is no structural relationship between 
the failure and the other elements claimed. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3, Claims 6-8 are rejected under 35 U.S.C 102(b) as being anticipated by Woodmansee 
(U.S. 3,511,086). 



Woodmansee discloses a device 10 and a method for detecting a heat generating failure 
in said device 10, as shown in Fig. 1, having: 
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■ an unpassivated surface; 

■ applying a coating 1 1 on said unpassivated surface, wherein said coating 1 1 is non- 
electrically conducting and capable of localizing heat generated by a failure in a 
particular area of said coating 11; 

■ biasing said device 10; 

■ wherein said failure is detected by detecting a location of said heat generated by said 
failure in said coating 1 1 ; 

■ wherein said coating 1 1 comprises a high flash point and a low vapor pressure, and 

■ wherein said coating comprises a layer of liquid. 

The preamble of the claim has not been given any patentable weight because it has been 
held that a preamble is denied the effect of a limitation where the claim is drawn to a structure 
and the portion of the claim following the preamble is a self - contained description of the 
structure not depending for completeness upon the introductory clause. See Kropa v. Robie . 88 
USPQ 478 (CCPA 1951). 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 1-5, 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Woodmansee (U.S. 3,511,086) in view of Debenham (U.S. 6,138,256). 

Woodmansee discloses all the subject matter claimed above in paragraph 3 with the 
exception of a semiconductor device, the specific material of the coating and the specific 
thickness of the coating. 

With respect to the semiconductor device: Debenham teaches a method for determining 
failures in semiconductor devices. Therefore, it would have been obvious to a person having 
ordinary skill in the art at the time the invention was made to use a semiconductor device as 
taught by Debenham as the device in the method disclosed by Woodmansee in order to 
determine failures in a semiconductor device. 
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With respect to the specific material of the coating: Woodmansee as modified by 
Debenham disclosed a coating made of a cholesteric material. The particular type of material 
used to make the coating claimed by applicant, i.e., silicon dioxide, is only considered to be the 
use of a "preferred" or "optimum" material out of a plurality of well known materials that a 
person having ordinary skill in the art at the time the invention was made would have find 
obvious to provide using routine experimentation based, among other things, on the intended use 
of Applicant's apparatus, i.e., suitability for the intended use of Applicant's apparatus. See In re 
Leshin . 125 USPQ 416 (CCPA 1960) where the court stated that a selection of a material on the 
basis of suitability for intended use of an apparatus would be entirely obvious. Therefore, it 
would have been obvious to a person having ordinary skill in the art at the time the invention was 
made to make the coating disclosed by Woodmansee of silicon dioxide since silicon dioxide is a 
well known material used in the semiconductor technology. 

With respect to the specific thickness of the coating: Woodmansee as modified by 
Debenham disclosed a coating having a thickness. The specific thickness claimed by applicant 
i.e., 2 microns, is only considered to be the " optimum " value of the thickness of the coating, as 
stated above, that a person having ordinary skill in the art would have been able to determine 
using routine experimentation based, among other things, on the desired accuracy and since it 
has been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. See In re Boesch. 205 USPQ 215 (CCPA 1980). Therefore, it would 
have been obvious to a person having ordinary skill in the art at the time the invention was made 
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to provide a thickness of 2 microns in order to make the coating thin enough to detect heat spots 
indicating a failure. 

Conclusion 

1. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Allinikov, Waterman et al. ('525) and Kuroda et al. ('797) disclose coating 
compositions used to detect defects. Borden et al. C178), Rose et al. ('950) and Scheidt et al. 
('164) disclose methods to detect defects on a substrate. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Madeline Gonzalez whose telephone number is (571) 272-2243. 
The examiner can normally be reached on Monday-Friday (8:00-5:30), alternate Fridays off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F.F. Gutierrez can be reached on (571) 272-2245. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Supervisory Patent Examiner 
Technology Center 2800 
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